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Art Unit: 2616 

DETAILED ACTION 
Claim Rejections - 35 USC §112 



1. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

2. Claims 1-14 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. 

The detailed description of the specification do not describe a storage device 
records an analog signals as being recited in claiml 11. See detailed description and 
associated Fig. 5. 

The detailed description of the specification does not described overlaying 
information to the analog signal as being recited in claims 1 1 . See detailed 
description and associated Fig. 5. 



Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1-9 and 11-14 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Watanabe et al (6,587,638) in view of Ohara et al (6,292,618). 

Regarding claim 1, Watanabe discloses a discloses a video system (Figs 1,3 
and 5) for presenting content from a content provider to a user, comprising: 

an input configured to select a program from a plurality of programs, wherein the 
input outputs the selected program at an analog output when the selected program is 
represented by an analog signal ; 

an analog output port (11,14,15) coupled to the analog output of the tuner, 
wherein the analog output port is configured to be connectable to a storage device 
(magnetic tape of VTR) to record the selected program represented by an analog 
signal (column 6, lines 40-45); 

an analog signal processing circuit (9,10) coupled to the analog output of the 
tuner to receive the analog signal representing the selected program from the tuner and 
to generate a digital representation of the analog signal (column 6, lines 30-40) 

a first interface module (14) configured to be connectable to the storage device to 
receive recorded programs from the storage device (column 9,lines 8-35) ; and 

an overlay module (18) coupled to the analog signal processing circuit and to the 
first interface module, the overlay module configured to selectively overlay information 
to a program received from one of the analog signal processing circuit and the first 
interface module (column 20-35). 
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Watanabe fails to specifically teach that the input is a tuner for selecting a 
program. 

Ohara teaches a video system having a tuner (12) for receiving the analog 
video programs (Fig. 21 ) . It would have been obvious to on of ordinary skill in the art to 
modify Watanabe with Ohara by using a tuner as an alternative to the input of 
Watanabe for receiving the video programs thereby enhancing the capacity of the 
video system of Warrantable for selecting desired video program as input video 
signals for recording. 

Method claim 1 1 corresponds to apparatus claim 1 . Therefore, method claim 1 1 
is rejected by the same reason as applied to apparatus claim 1 . / 

Regarding claims 2 and 12, Watanabe further teaches an encoder (20) coupled 
to the overlay module and connectable to a display device for presenting the selected 
program to a user (column 9, lines 25-5). 

Regarding claim 3, Watanabe further teaches that the system of Claim 2, 
wherein the analog output port and the first interface module are configured to couple to 
the storage device in a parallel manner so that a selected program is recorded prior to 
overlaying the overlay information. 

Regarding claim 4 , Watanabe as modified with Ohara further teaches the 
tuner outputs the selected program at a digital output when the selected program is 
represented by a digital signal (See Ohara, Fig. 21) . 
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Regarding claims 5 and 14, Watanabe further teaches the first interface module 
is part of a digital signal processing circuit, wherein the digital signal processing circuit 
further includes a decoder (13) coupled to be selectively in communication with the first 
interface module and the digital output of the tuner, wherein the decoder is configured to 
decompress the digital signal representing the selected program received from the 
digital output of the tuner, and to decompress a digital signal representing a recorded 
program received from the storage device via the first interface module (column 8, lines 
45-50, column 9, lines 25-35 ). 

Regarding claim 6, Watanabe further teaches the storage device is included 
within a digital video recorder, and wherein the digital video recorder is coupled to the 
analog output port and to the first interface module (column 6, lines 41-45). 

Regarding claim 7, Watanabe further teaches the system of Claim 6, wherein the 
digital video recorder includes a video digitizer and an encoder that convert the analog 
signal representing the selected program into a compressed, digital signal, and wherein 
the digital video recorder further includes a storage medium that records the 
compressed, digital signal representing the selected program (column 6, lines 32-45). 

Regarding claims 8 and 13, Watanabe as modified with Ohara further teaches 
the tuner outputs the selected program at a digital output when the selected program is 
represented by a digital signal (See Ohara Fig. 21). 

Regarding claim 9, Watanabe further teaches the system of Claim 8, wherein the 
digital video recorder further includes a second interface module in communication with 
the first interface module, and wherein the second interface module of the digital video 
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recorder is configured to receive digital signals from the first interface module for 
recording on the storage medium and to retrieve recorded programs from the storage 
medium (column 6, lines 32-45). 

5. Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Watanabe et al (6,587,638) in view of Ohara et al (6,292,618) as applied to claim 9 
above further in view of Maruyama et al (6,741798) . 

Regarding claim 10, Watanabe (Fig. 3 ) as modified with Ohara fails to teach a 
video data stream manager coupled between the encoder, the interface module and the 
storage medium, and wherein the video data stream manager controls access to the 
storage medium. 

Maruyama teaches a video system having a recording apparatus using a 
video data stream manager for controlling and accessing a storage medium (Figs 
10,19 and 25) . It would have been obvious to pone of ordinary skill in the art to modify 
Watanabe with Maruyama by providing a video stream manager as taught by 
Maruyama with the video system of Watanabe thereby enhancing the capacity of the 
video system of Watanabe in accessing the storage medium to reproduce the 
program. 

Conclusion 

6. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Abe teaches a video system for selectively overlaying 
information to a reproduced video program and a received video program . 
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7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to HUYT. NGUYEN whose telephone number is (571) 
272-7378. The examiner can normally be reached on 8:30AM -6:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Groody can be reached on (571) 272-7950. The fax phone number 
for the organization where this application or proceeding is assigned is (571) 273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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